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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Van 
Drentham-Susman et al. (US Pub. No. 2003/0029308). 

With respect to claim 1 , Van Drentham-Susman et al. discloses a system for 
controlling drill motor rotational speed, comprising: a downhole motor (3) disposed in a 
drill string (see figure 1) and having a rotor (24) operable to be rotated by a flow of 
drilling fluid through the motor; one or more by-pass ports (15) formed in the drill string 
and operable to allow a portion of the drilling fluid to exit the drill string into a well bore 
prior to the drilling fluid flowing through the motor; a governor (5) coupled to the rotor 
(24) of the downhole motor (3) and comprising a valve (6), the valve operable to: move 
in response to the rotational speed of the rotor (see page 4 paragraphs [0048] and 
[0049]), the movement of the valve operable to control the amount of drilling fluid 
allowed to flow through the one or more by-pass ports and exit the drill string into the 
well bore prior to the drilling fluid flowing through the motor (see page 4 paragraphs 
[0048] and 0049]); and directly control the flow of the drilling fluid into the motor based 
on the amount of drilling fluid allowed to flow through the one or more by-pass ports, 
thereby controlling the rotational speed of the rotor (see page 4 paragraphs [0046]- 
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[0049]); and a rotatable downhole device (4) coupled to the motor and operable to be 
rotated by the downhole motor. 

With respect to claims 2 and 12, Van Drentham-Susman et al. disclose that the 
governor (5) is further operable to prevent the rotor (24) from exceeding a 
predetermined rotational speed (see page 6 paragraphs [0064] and [0065]). 

With respect to claims 3 and 13, Van Drentham-Susman et al. disclose that the 
governor (5) comprises two or more valve weights (35) coupled to the valve(6), the 
valve weights operable to rotate at substantially the same speed as the rotor (see page 
4 paragraph [0048]), an axial force generated by the rotation of the valve weights (35) 
operable to move the valve relative to the one or more by-pass ports (see page 4 
paragraph [0049]). 

With respect to claims 4 and 14, Van Drentham-Susman et al. disclose a valve 
spring (11) operable to provide an axial force to counteract the axial force generated by 
the rotation of the valve weights (see page 4 paragraph [0045]). 

With respect to claims 5 and 15, Van Drentham-Susman et al. disclose that a 
spring constant of the valve spring and a mass of the valve weights are selected based 
on a desired maximum rotational speed of the rotor (see page 2 paragraphs [0018] and 
[0020]). 

With respect to claims 6 and 16, Van Drentham-Susman et al. disclose that the 
governor is operable to control the rotational speed of the rotor regardless of a variable 
weight-on-bit of the drill string (see paragraph [20]). 
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With respect to claims 7 and 17, Van Drentham-Susman et al. disclose that the 
one or more by-pass ports (15) are formed in one or more positions in the drill string 
such that the flow of drilling fluid out of the drill string through the one or more by-pass 
ports does not substantially affect a weight-on-bit of the drill string (see page 3 
paragraph [0024]). 

With respect to claims 8 and 18, Van Drentham-Susman et al. disclose that the 
rotatable downhole device comprises a drill bit (4) operable to remove portions of a 
subterranean zone to form the well bore (see figure 1). 

With respect to claims 9 and 19, Van Drentham-Susman et al. disclose that the 
governor (5) is disposed at an inlet of the motor (3). 

With respect to claims 10 and 20, Van Drentham-Susman et al. disclose that the 
one or more by-pass ports (15) are formed in the drill string proximate to an inlet of the 
motor (see figures 1 and 2). 

With respect to claim 1 1 , Van Drentham-Susman et al. disclose a method for 
controlling drill motor rotational speed, comprising: pumping a drilling fluid through a drill 
string (see page 3 paragraph [0027]), the drill string comprising a downhole motor (3), a 
governor (5), and one or more by-pass ports (15); rotating a rotor (24) of the motor 
using the flow of the drilling fluid through the motor; moving a valve of the governor in 
response to the rotational speed of the rotor such that the movement of the valve 
controls the amount of drilling fluid allowed to flow through the one or more by-pass 
ports and exit the drill string into the well bore prior to the drilling fluid flowing through 
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the motor to directly control the flow of the drilling fluid into the motor and the rotational 
speed of the rotor (see page 4 paragraphs [0045]-[0049]). 

With respect to claim 21 , Van Drentham-Susman et al. disclose a system for 
controlling drill motor rotational speed, comprising: a motive (3) means disposed in a 
drill string and having a rotating means (24) operable to be rotated by a flow of drilling 
fluid through the motive means; one or more fluid by-pass means (15) formed in the drill 
string and operable to allow a portion of the drilling fluid to exit the drill string into a well 
bore prior to the drilling fluid flowing through the motor; a governing means (5) coupled 
to the rotating means (24) of the motive means (3) and comprising a valve means(6), 
the valve means operable to: move in response to the rotational speed of the rotating 
means, the movement of the valve means operable to control the amount of drilling fluid 
allowed to flow through the one or more fluid by-pass means and exit the drill string into 
the well bore prior to the drilling fluid flowing through the motor (see page 4 paragraphs 
[0045]-[0049]); and directly control the flow of the drilling fluid into the motive means 
based on the amount of drilling fluid allowed to flow through the one or more fluid by- 
pass means, thereby controlling the rotational speed of the rotating means (see 
paragraphs [0045]-[0049]); and a drilling means (4) coupled to the motive means and 
operable to be rotated by the motive means (see figure 1). 

With respect to claim 22, Van Drentham-Susman et al. disclose a system for 
controlling drill motor rotational speed, comprising: a downhole motor (3) disposed in a 
drill string and having a rotor (24) operable to be rotated by a flow of drilling fluid 
through the motor(3); one or more by-pass ports (15) formed in the drill string and 
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operable to allow a portion of the drilling fluid to exit the drill string into a well bore prior 
to the drilling fluid flowing through the motor; and a governor (5) disposed at an inlet to 
the downhole motor (3) and coupled to the rotor (24) of the downhole motor (3), the 
governor (5) operable to prevent the rotor (24)from exceeding a predetermined speed 
(see page 3 paragraph [0020]), the governor comprising: a valve (6) operable to: move 
in response to the rotational speed of the rotor, the movement of the valve operable to 
control the amount of drilling fluid allowed to flow through the one or more by-pass ports 
and exit the drill string into the well bore (see page 4 paragraphs [0045]-[0049]); and 
directly control the flow of the drilling fluid into the motor based on the amount of drilling 
fluid allowed to flow through the one or more by-pass ports, thereby controlling the 
rotational speed of the rotor (see paragraph [20] and paragraphs [0045]-[0049]); and 
two or more valve weights (35) coupled to the valve, the valve weights operable to 
rotate at substantially the same speed as the rotor, an axial force generated by the 
rotation of the valve weights operable to move the valve relative to the one or more by- 
pass ports (see paragraphs [0045]-[0049]). 

Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Van Huissen (USP 3,899,033); Reinhardt (USP 4,768,598); Jeter 
(USP 4,817,739); Falgout, Sr. (USP 6,568,485). 
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4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Nicole Coy whose telephone number is 571-272- 
5405. The examiner can normally be reached on M-F 8:00-5:30, 1st F off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bagnell can be reached on 571-272-6999. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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